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CHAPTER TWO

How to “Read” a Patent

Understanding the Language of
Proprietary Rights

by Walter G. Hanchuk

PERSPECTIVES

Patents are a mystery to aimost everyone they affect. For most man-
agers and investors, they appear to be hieroglyphics-encoded tomes,
eiusive to all but those with specialized training and green eyeshades.
Does anyone other than patent attorneys actually know what patents
say? Does anyone actually read them? Indeed, it is difficult to care
about patents if we do not know what they say. Most patent attor-
neys are not business executives, nor are they investors, entrepre-
neurs, inventors, or investment bankers, nor shouid they be.

There is hope. Not that long ago, 10K’s and S-1 registrations asso-
ciated with initial public offerings, and even consolidated financial
statements found in company annual reports were considered too
onerous for those untrained in accounting and finance to under-
stand. intellectual property stakeholders—owners, managers, inven-
tors, and shareholders—have pbegun to make necessity the mother of
invention (no pun intended). They are learning how to wrap their
arms and minds around patents, and are discovering how to be
smarter about deploying them in businesses. More important, they

_ are refusing to let these complex documents intimidate them. They
have discovered that a grounding in the language and iconography
of patents can be a valuable business tool.

“While a little knowledge can at times be dangerous,” says patent
attorney Walter C. Hanchuk, “patent owners, managers, and investors
who 'know what they don't know’ may be in a better position to iden-
tify strengths and weaknesses, opportunities and threats, and how to
discuss them with counsel.”
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In the following chapter, Mr. Hanchuk takes the reader step-by-
step from the file number on the cover page to the assignees. His
overview of the types of information provided in a patent aiso sug-
gests what to do with this information. He explains what to ook for,
including what iawyers mean by “claims comparison,” the essence of
a patent. Mr. Hanchuk dissects the anatomy of a patent, attempting
to understand the criteria for interpreting claims and what they cover
as patent attorneys and the courts use them. His sample claims chart
is a first in a book intended for a broad business and investor audi-
ence. Lawyers will benefit from Mr. Hanchuk's discourse if only to
equip themselves to better discuss pertinent information with their
clients. investors will read the chapter and no doubt returntoitasa
handy reference. The following are a few of Hanchuk’s possible patent
red flags and green lights—a useful guide for the uninitiated.

Possible signs of patent strengths:
e Use of different independent claims formats of varying scope (from

broad to narrow)

« Use of many nested dependent claims

e Discussion of many embodiments in the body of an application

« 0ld filing date

* Detailed and lengthy prior art section

¢ Lengthy search classification

e Series of patents ciustered around a particular technology/prod-
uct

Possible signs of patent weakness

e Very few claims

« Contains only long independent claims

» Contains only short independent claims

o Very pbrief detailed description ~
« Relatively recent filing date

INTRODUCTION

Everyone seems to have an opinion about patents, yet almost no one seems to
actually read them. Perhaps it is because patents appear to be too cryptic for many
people whom they affect. Perhaps it is because people believe that it will take them
too long to sit down and scrutinize one. When confronted with a patent, most
business executives, investors, and even inventors will simply demand that “some-
one find a patent lawyer.” Examining patents first hand can be surprisingly re-
warding for those serious about the business of innovation, even if it is just to get
a basic sense of what patents cover. |
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~ If you or your company are threatened with a patent infringement suit, you
absolutely must retain a patent lawyer to represent you. However, if your need is
business development, licensing, or corporate finance, obtaining an immediate and
better understanding of a single patent’s or a group of patents’ scope and content
can be useful. This chapter is intended to help those who are not patent attorneys
to “read” and understand patents.

Various other tips in this chapter will allow you to do a more meaningful five-
minute review of the patent. These tips will provide insight about the nature and
value of the protection that the patent might afford. Also, while a little knowledge
can at times be dangerous, patent owners, managers, and investors who “know
what they don’t know” may be in a better position to identify strengths and weak-
nesses, opportunities and threats, and how to discuss them with counsel.

THE ANATOMY OF A PATENT

The now-famous Amazon one-click patent—the legend of many Doonesbury
jokes—is the topic of discussion of many New York Times and Wall Street Journal ar-
ticles. To provide a better sense of how to read a patent, a page-by-page review of
the Amazon patent may prove rather e'nlightening.'

The Patent Cover Page

The front cover of a patent provides some particularly useful information. The front
cover of the Amazon one-click patent is reproduced in Exhibit 2-1.

While the title may give you a 50,000-foot view of the patent’s subject mat-
ter, the reader should not assume that a patent is limited to features or general
subject matter spelled out in the title (see Exhibit 2-2) or anywhere on the cover
page. As discussed in greater detail later in this chapter, the legal scope of a patent
is detined by the patent claims, which are enumerated in numbered paragraphs at
the very end of a patent document. As the reader will soon see, patents claims are
truly the heart and soul of the patent.

The patent number 5,960,411 is a number assigned (chronologically) to all

2 patents. There are now well over 6 million U S. patents, with over 100,000 issuing

| .: ~ every year (see Exhibit 2-3).

The patent abstract is often the last thing most individuals (particularly non-

;';‘ .patent attorneys) read in a patent (see Exhibit 2-4). While the abstract is often a very
k. helpful and insightful single paragraph, it too is often not descriptive of the actual
% patent right the patent document confers. Much of this stems from the fact that
"} patent abstracts are also written at a relatively high-level view (perhaps 10,000 feet,
f as compared with the title’s 50,000-foot view).

To better understand why a patent abstract often does not describe the patent

right a patent confers, it is worth explaining a little about the process of obtaining
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United States Patent [ (11} Patent Number: 5,960,411
Hartman et al. (457 Date of Patent: Sep. 28, 1999

(54] METHOD AND SYSTEM FOR PLACING A
PURCHASE ORDER VIAA
COMMUNICATIONS NETWORK

{75] Iaventors: Peri Hartman; Jeffrey P. Bezos; Shel
Kaphan; Joel Spiegel, all of Scattle,
Wash.

(73] Assignee: Amazon.com, Inc, Seatle, Wash.

[21] Appl. No.: 08/928,951
{22] Filed: Sep. 12, 1997

“Pacific Coast Software Software creates virtual shopping
cart.” Sep. 6, 1996. M2 Communications Lid 1996.
“Saftware Creates Virtual Shopping Cact.” Sep. 5, 1996.
Business Wire, nc.
Terdoslavicn, William. *Java Electronic Commerce Frame-
work.” Computer Reseller News, Sep. 23, 1996, CMP
Mcdia, Inc., 1996, pp. 126, bip:/fwww.elibrary.com/id/101/
101/getdoc rydocid=902269@library__d&diype=
0-O&dinst=. [Accessed Nov. 19, 1998].
“Internet Access: Disc Distributing Aanounces Interactive
World Wide.” Cambridge Wirk—-Group Computing Repod,
Cambridge Publishing, Inc., 1995, hitp://www.elibrary.com/

(52] US.CL o 70826, 705727; 345/967  O-0&dinst=0. {Accessed Nov. 19, 1998}
(58] Fleld of Search ... 705/26, 27; 38024, List continued oa aext page.)
380/25: 23572, 375, 378, 381; 395/188.01; (List coatin page:)
345/962 Primary £xaminer—Ilames P. Trammell
56 Ref < Cited Assistant Exarniner—Demetra R. Smith
(5] elerences Attorney, Agent, or Firm—Perkias Coie LLP
U.S. PATENT DOCUMENTS -
(57) ABSTRACT
4,937,863  6/1990 Robert et al. ...cccoveevererrcrirnenne 38074
5,204,897 4/1993 Wyman ... - 3804 A method and system for placing an order to purchase an
5,260,999 11/1993 Wyman ... . 38474 item via the laternet. The order is placed by a purchaser at
5,627,940 5/1997 Rohra et al. 395/12 a client system and received by a server system. The server
5640501 6/1997 Tumpia ... 395/768  system receives purchaser information including identifica-

5,640,577  6/1997 Scharmer .

tion of the purchaser, payment information, and shipment

g:gf;’;lli g//:x ;‘:;:::::IK.' ’ - 732(5);§Z information from the client system. The server system icn
S715,399 271998 BEZOS .ooocorroreereemneesessissiseene 20527 assigns a clicat identifier to the clicat system and associates
5727163 3/1998 BeZOS ..covrrooorserrceriesrnarene e 705727 the assigned clicut identifier with the received purchaser
5,745,681  4/1998 Levinc ct al. . 395/200.3 information. The server system sends to the clieat system the
5,758,126 5/1998 Daniels et al. ..cccccovecernrrevnnnnnne 395/500 assigned client identifier and an HTMU. document identify-
FOREIGN PATENT DOCUMENTS ing the item and including an order buiton. The cliemt syswm

receives aud stores the assigned client identifier and receives

0855659 Al 1/1998 Furopean Fat. Off. ... GO6F 17/30 and displays the I[ITML documeni. In response to the
()855687 AZ  1/1998 European Pat. Off. ... GOTF 19/00  selection of the order button, the client system seads (o the
0845747A2  6/1998 European Pat. Off. ....... GO6F 17/60  server system a request to purchase the ideatified tem. The
wm 131222 s‘:{;’g““ Par Off. ... g&; 17}?28 server system receives the request and combines the pur-
WO 9638799 12/199% WIPO T GOSF I’?/o‘O ch.aser infermation associated with the client xdenlmc‘r of tl?c
WO 9821679  S/A99R WIPO . GOBE 1780 clieat sysicm 10 generaic an order to purchase the item in

OTHER PUBLICATIONS

Jones, Chris. “Java Shopping Cart and Java Wailet; Oracles
plans to join e—comumerce initiative.” Mar. 31, 1997, Info-
Worcld Media Group.

accordance with the billing and shipment informaiion
whereby the purchaser effects ihe ordering of the product by
selectioa of the order buttoa.

26 Claims, 11 Drawing Sheets

Exhibit 2-1 Amazon “one-click” patent front cover.

30



The Anatomy of a Patent 31

REIERERARSEIN
A

M . L { United States Patent w 09 Ve Svmver: 5960411
~Method and system for placing; sy o e 531
g ; o P e LT TR I T —
a-purchse order via a SERERT T | ERTSmameaaT
=i
NS - o : (W e A S Jotbve & G S e . (o Gt Ot S
reommunications. network. ! SR, o e e T T S
Boos oo ; o " e s e S T R A
e e
- Pl Ty
e, ey leyhnn iV yrliirourtt- umaus
i B ot s
O
Ll wA . Am'—la—--k.-ﬁ—u—ul
e e R D e T T e
EES—=—= ISR
e m s SISTLITIROTSS
R o = g o shmades wan o et
g ] =
W23 = e
s . —— V2 5 i = AT e & A o
T m et E AR e reeemem Tty
Aorl o P R T e Lo T e e B e
S e ve 1 Jrreadapimbdonporlyrarind 4
L R pea———— - 2;1—‘-—--—-—-
o e
LA e e e 0 Coem 1 Aty Bt

LT

Exhibit 2-2 The title of the Amazon one-click patent.
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Exhibit 2-3 The patent number of the Amazon one-click patent.

patents. Most originally filed patent claims are often first rejected by a U.S. Patent
& Trade Office (USPTO) examiner. In response to the rejections, patent attorneys
frequently amend the claims in what is called patent prosecution before the
USPTO. Yet, few patent attorneys actually amend the patent abstract to reflect the
amended patent claims. As such, patent abstracts and patent claims are often some-
what divorced during the patenting process. 4
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Exhibit 2-4 Abstract of the Amazon one-click patent.

Why all this talk of patent claims? If claims are so important, why do patent
readers not simply read patent claims without reading the rest of the patent docu-
ment? The entire patent document actually can affect the interpretation of patent
claims, and therefore can greatly impact the scope and content of a patent. In ad-
dition, a quick review of a patent cover can often tell you volumes about the scope
and quality of a patent. A few additional basics regarding the body of the patent
document can also help the reader conduct these quick reviews of the patent be-
fore analyzing the patent claims.

The cover of every patent lists references which the patent examiner consid-
ered before issuing the patent. These references were either found by the examiner
during the search, or provided by the patent applicant during the prosecution of
the patent. In fact, every patent applicant (and his or her attorneys and anyone else
substantively involved in the prosecution of the patent) has an obligation to sub-
mit information which would be material to the patentability of the patent appli-
cation. Although there is no duty for patent applicants to do their own search,
many patent applicants do conduct searches. Once search results are obtained, this
duty to disclose material information applies. Failure to submit such known ma-
terial information could result in a court finding the patent unenforceable in a
future case.

If many references are hsted on the face of the patent, either the patent ex-
aminer uncovered many references and/or the patent applicant submitted them
to the examiner. Either way, a lengthy “References Cited” section may suggest that
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a patent was well searched. A short (or nonexistent) “References Cited” section
may, on the other hand, suggest that the patent was not well searched either by
the patent examiner or the applicant. It may also suggest simply that no one could
+ find any material prior art information.

Additional information regarding the examiner’s search can also be obtained
from the “Field of Search” section (see Exhibit 2-5). The USPTO has classified all
- of its search materials (patents, publications, etc.) into a series of classes and sub-
~ classes to assist patent examiners and others (like a patent applicant) to search for
_ material “prior art” information. Skilled searchers and patent lawyers will often
! review the scope of the examiner’s search to determine whether the examiner con-
ducted a proper and thorough search.

The inventors of a patent include those individuals who conceived of the
~ claimed invention and (perhaps) reduced the invention to practice (see Exhibit 2-
- 6). Inventorship is an extremely important topic in U.S. patent law. Intentionally
' leaving off an inventor is grounds for finding a patent invalid, regardless of
~ whether the invention is otherwise patentable.
| The assignee listed on the face of a patent is the owner of the patent at the
- time that the issue fee was paid for the patent (several months before the patent
 issued). If no assignee is listed, either the patent is owned by the inventors, or
’ perhaps the patent actually is assigned, but this information was not listed on the
~ face of the patent. In addition, it is important to note that if the patent owner
changes (after the issue fee was paid and/or after the patent issued), the USPTO
- will not issue a revised patent cover page. As such, the assignee information on the
cover of a patent is often not current. There are, however, several commercial on-
line services which can obtain such information relatively inexpensively.

The application number (often called the serial number) is exactly that—a
number assigned to the patent application (see Exhibit 2-7). All correspondence to
- and from the USPTO during the pendency of the patent application references this
number.

The classification section indicates in which classes and subclasses the patent
- examiner has decided to issue the patent (see Exhibit 2-8). In so doing, copies of
the newly issued patent will be classified in those areas to assist future examiners
and searchers in their search for information. Incidentally, further information
- regarding the USPTO's classification system can also be obtained (for free) at the
USPTO’s website (www.uspto.gov).

Several dates are listed on the face of the patent (see Exhibit 2-9). The issue
date (September 28, 1999) is listed just below the patent number. A patent becomes
enforceable in the United States as of this date. The filing date (September 12, 1997)
of the patent application provides important information as to the term of the
patent and as to what other references could be used to invalidate the patent. All
patent applications filed in the United States after June 8, 1995 have a term of 20
years from their original U.S. filing date. As such, the Amazon patent will expire
on September 12, 2017 (assuming that USPTO maintenance fees are paid 4, 8, and
12 years after the issuance of the patent). If the application had been filed prior to
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Exhibit 2-8 Classification of the Amazon one-click patent.
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Exhibit 2-9 Dates (issue, filing, priority) of the Amazon one-click patent.
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June 8, 1995, the term of the patent would have been 17 years from issuance or 20
years from filing, whichever is longer.

With regard to maintenance fees, it is important to note that if a patent is over
four years old, it is quite possible that the patent owner may not have paid the
appropriate maintenance fees, thereby allowing the patent to go abandoned. Main-
tenance fee records can be obtained directly from the USPTO or through several
commercial services.

Although the following does not apply to the Amazon patent, many U.s.
patent applications have so-called parent U.S. patent applications and/or parent
foreign applications. For reasons that will be discussed later in this chapter, many
U.S. applications are divided into multiple U.S. applications and/or refiled (so-
called Continuation and Divisional applications). Such applications are treated as
if they were filed on the date of the original application. This is called “priority”
data on the face of U.S. patent applications. The 20-year term of the patent runs
from the filing date of the original application filed in the United States (not the
original foreign application).

Body (Specification)

Beyond the cover of a patent lies what many refer to as the patent specification. In
reality, all of the subject matter of a patent document (cover page, claims, etc.) make
up the patent specification. However, many simply refer to the subject matter
between the cover page and the claims as the patent specification.

In a nutshell, the patent specification must fulfill the following legal criteria:
(1) it must contain a sufficient “written description” to enable “one of ordinary
skill” in the art to re-create the claimed invention without undue experimentation;
and (2) it must set forth the “best mode” for carrying out the invention, as of the
filing date of the patent application.

The reader may ask why this is important for a proper understanding of the
patent document. Many believe that patent documents are far too cryptic—prima-
rily because of the pages and pages of drawings and description. It is important
for a patent document to contain such a description so as to fulfill the two legal cri-
teria noted above. Otherwise, the patent application, and/or any patent which is-
sues from it, may be found deficient and therefore unpatentable or invalid.

Most patent specifications contain several sections, although many of them
are not required under the law. Typical sections include the following: technical
field, background of the invention, objects of the invention, summary of the inven-
tion, brief description of the drawings, detailed description, claims, and drawings.
Depending on how the application is drafted, one or more of these sections may
be limiting on the scope of the actual patent. However, one or more sections may
simply be exemplary in nature, and therefore not limiting on the actual patent. A
brief review of each of these sections should prove helpful to the patent reader.
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The technical field section is typically very brief (see Exhibit 2-10). It often
- simply sets forth the general area of the subject matter of the patent.

The background of the invention section typically describes what others have
done in the past (see Exhibit 2-11). It may also describe some of the deficiencies of
those prior activities and set forth the need which the patented subject matter
satifies. _ '

The patent applicant may also set forth a number of “objects” of the inven-
tion in the background or a separate section. For example, it may say, “It is an object
of the present invention to alleviate each of the problems set forth in the back-
ground section.” ,

The summary of the invention should, in theory, describe that which is pat-
ented (see Exhibit 2-12). This section is typically more detailed than the abstract,
and often looks very much like the language used in the patent claims. As such,
many readers are surprised by how unreadable this section may be. To better
understand why this may be the case, it may help to understand how many patent
attorneys draft this section. Typically, this section is drafted by the patent attorney
by simply rewording the claim language, presumably into something that better
resembles English. The reader should also know that although the patent attorney
often amends the claims of a patent application in response to USPTO rejections,
many patent attorneys do not similarly amend the summary section to reflect the
changes in the claims. As such, the summary section is often divorced from the
claim language through the patent application amendment process. In fact, it is not
uncommon for the summary section to be completely nondescriptive of the actual
claimed subject matter. As such, although the summary section often can be very
useful in understanding a patent, it may often not tell you the real story with re-
gard to the actual scope of the patent.

The brief description of the drawings is just that—a one-sentence description
of each drawing (see Exhibit 2-13). This section can often be very helpful in under-
standing how certain drawings interrelate. For example, one drawing in a mechani-
cal patent may depict a cross-section of another. The brief description section can
give you a quick and accurate helping hand in determining how such cross-sec-
tional drawings interrelate.

The detailed description section is ordinarily the longest (and meatiest) sec-
tion of the entire patent document. It sets out a step-by-step walk through the
drawings, and often describes various alternative embodiments. In a first high-level
review of a patent (a one-minute review), a review of this section is often not nec-
essary. However, in a more detailed review of the patent (a five-minute review),
a review of this section may be very necessary. Depending on how this section and
the claims are drafted, the detailed description section can severely limit or greatly
expand the scope of patent protection. To better understand how this section may
limit the patent’s scope, it will be most helpful to first gain an understanding of the
many different types of patent claim formats and how they are to be interpreted
in light of the patent specification.
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1

METHOD AND SYSTEM FOR PLACING A
PURCHASE ORDER VIA A
COMMUNICATIONS NETWORK

TECHNICAL FIELD

The preseat invention relates 10 2 computer method and
system for placing an order and, more particularly, to a
method and system for ordering items over the Internet.

BACKGROUND OF THE INVENTION
The Internet comprises a vast b of p and

2

veadors and purchasers waat to ¢nsure the security of such
informatioa. Security is a concern becausc information
transmitted over the Internet may pass through various
intermediate computer systerns on its way 1o its final desti-
nation. The information could be inteecepted by an unscru-
pulous person at an intermediate system. To help easure the
security of the sensitive information, various encryption
techniques arc uscd when trapsmitting such information
between a clieat computer sysicm and a server computer
system. Evcn though such encrypted information can be

computer networks that are inter -

the information is encrypted, it is

nication links. The intercoanected eompums exchange
information using various services, such as clectronic mail,
Gopher, and the World Wide Web (*“WWW™), The WWW
service allows a server computer sysiem (i.e., Web server or
Web site) to send graphical Web pages of information to a
remote clieat computer system. The remote client computer
sysiem can theo display the Web pages. Each resource (c.g.,
compulcr oc Web page) ol the WWW is uaiyucly identifiable
by a Uniform Resource Locator (*URL™). To view a specific
Web page, a client computer system specifics the URL for
that Web page in 2 request (¢.g., a HyperText Transfer
Protocol (“HTTP”) request). The request is forwarded to the
Web servec that supports that Web page. Whea that Web
server receives the request, it sends that Web page to the
client computer system. When the client computer system
receives thal Web page, it typically displays the Web page
using a browser. A browser is a special-purpose application
program that effects the requesting of Web pages and the
displayiog of Web pages.

Currently, Web pages are typically defined using Hyper-
Text Markup Language (“HTML"). HTML provides a stag-
dard set of tags that define how a Web page is to be
displayed. When a user indicates 1o the browser to dispiay a
Web page, the browser seads a request 10 the server com-
puter system (o transfer to the clicnt computer sysiem an
ITTML documeat that defines the Web page. When the
requested [ITML document is reccived by the clicat com-
puter system, the browser displays the Web page as defined
by the HTML document. The HI'ML document contains
various tags that control the dispiaying of text, graphics,

Is, and other fi The HTML documcat may
contain URLs of other Web pages available on that server
compuler system or other server computer systems.

The World Wide Web is ially cond to conduct-
ing electronic commerce. Many Web servers have been
developed through which vendors can advertise and sell
product. The products can include items (e.g., music) that
are delivered clectronically (o the purchascr over the Interpet
aod ilcms (¢.g., books) that arc delivercd through conven-
tional distribution chaanels (e.g., a common carrier). A
server compuler system may provide an electronic version
of a catalog that lists the iters that are available. A user, who
is a potential purchaser, may browse through the cataiog
using a browscr and sclect various itcms that arc (o be
purchased. Whea the user has completed selecting the items
to be purchased, the server p system then prompts
the user for information to complete the ordering of the
items. This purchaser-specific order information may
include the pumhzser $ name, the purchasec’s credit card

ber, and 1 shi dd for the order. The server

PP

computer system then typically confirms the ocder by send-
ing a confirming Web page to the client computer system and
schedules shipment of the items.

Since the purchaser-specific order information contains
sensitive information (e.g., a credit card gumber), both

The presenhnventrew retates to ,campﬂte - method
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4 {ly usclcs: to the interceptor. Nevertheless, there is
always a possibility that such scasitive information may be
successfully decrypted by the interceptor. Therefore, it
would be desirable to minimize the seasitive information
transmitted whea placing an order.

The selection of the various itcms [rom (he electronic
catalogs is generally based on the “shopping cart” model.
When the puechaser selects an item fom the electronic
catalog, the server computer system metaphorically adds
that item to a shopping cart. When the purchaser is done
selecting items, then all the items in the shopping cart are
“checked out” (i.c., ordered) when the purchaser provides
billing and shipmeat information. In some models, when a
purchaser sclects any one item, then that item is “checked
oul” by automancally pmmplmg the user for the billing and

Although the shi g cart model is
very flexible aed intuitive, n has a downside in that it
quires maoy i by the purchaser, For k

the purchaser selects (he various ux.ms from the electronic
catalog, and then indicates that the sclection is complete.
The purchaser is thea presented with an order Web page that
prompts the p forthe p -specific order infor-
mation to complete the order. That Web page may be
prefilled with information that was provided by the pur-
chaser when placiog another ocder. The information is thea
validated by the server computer system, and the order is
completed. Such an ordering model can be problematic for
a couple of rcasons. If a purchaser is ordering only one item,
then the overhead of coafiming the varivus steps of the
ordering process and waiting for, viewing, and updating the
purchaser-specific order information can be much more thaa
the overhead of selecting the item itself. This overhead
mekes the purchase of a single item cumbersome. Also, with
such an ordering modcl, cach time an order is placed
sensitive information is transmitted over the Internet. Each
time the sensitive information is traosmitted over the
Internet, it is susceptible to being intercepted and decrypted.

SUMMARY OF THE INVENTION

An embodimeat of the preseat inveation provides a
method and sysiem for orderoy an item from a clieat
system. The client system is provided with an ideatifier that
identifies a customer. The clicnt system dispiays information
that identifies the item and displays an indication of an
action (¢.g., 3 single action such as clicking 2 mouse buttog)
that a purchase is to perform lo order the identificd item. In
response (o the indicated action being performed, the clieat
system sends (o a server system the provided identifier and
4 request to order the identified item. The scrver sysiem uses
the identifier to ideatify additional information needed 1o
generate an order for the item and then geocrates the order.

The server system receives and stores the additional
information for customers using various computer systems
so that the server system can gencraic such orders. The
server system stores the received additivoal information in
association with an identifier of the customer aod provides

i system:for placing

Exhibit 2-10 The technical field of the Amazon one-click patent.
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1

METHOD AND SYSTEM FOR PLACING A
PURCHASE ORDER V1A A
COMMUNICATIONS NETWORK

TECHNICAL FIELD

The preseat invention refates to a computer method and
system for placing an order and, more particularly, to a
method and system for ordering items over the [ntemet.

L BACKGROUND OF THE INVENTION ]

The Internet comprises a vast number of computers and
computer networks that are intercoanected through commu-
nication links. The intercoanected computers exchange
information using various services, such as clcctronic mail,
Gopber, and the World Wide Web (“WWW™). The WWW
service allows a server computer system (i.c., Web server or
Web site) to sead graphical Web pages of information to a
remote client computer system. The remote clieat computer
sysiem can then display (he Web pages, Each resouree (e.g.,

computer or Web page) of the WWW is uniquely ideatifisble

by a Uniform Resource Locator (*URL”™). To view a specific
Web page, a client computer system specifies the URL for
that Web page in a request (e.g., a HyperText Transfer
Protocol (“HTTP”) request). The request is forwarded to the
Web server that supports that Web page. When that Web
server receives the request, it sends that Web page to the
client computer system. When the client computer sysiem
receives thal Web page, it typically displays the Web page
using a browscr. A browser is a special-purpose application
program that effects the requesting of Web pages and the
displaying of Web pages.

Currently, Web pages are typically defined using Hyper-
Text Markup Language (“HTML"). HTML provides a stan-
dard set of tags that detise how a Web page is to be
displayed. Whea a user indicates to the browser to display a
Web page, the browser sends 2 request to the server com-
puter sysicm to transfer (o the clicnl computer system an
HTML document that defines the Web page. When the
requested ITTML document is received by the clicat com-
puter system, the browser displays the Web page as defined
by the HITML documeat. The HIML document contains
various tags that coatrol the displaying of text, graphics,
controls, and other fecaturcs. The HTML documcat may
coantain URLs of other Web pages available on that server
computer system or other server compuler sysiems.

The Worid Wide Web is especially conducive to conduct-
ing electronic commerce. Many Web servers have been
developed through which vendors can advertise and sell
product. The products can include items (e.g., music) that
are delivered clectroaically to the purchaser over the Internct
and itcms (¢.g., books) that arc dclivered through conven-
tional distribution channels (¢.g., a common carrier). A
server computer systém may provide an clectronic version
of a catalog that lists the items that are available. A user, who
is a potential purchaser, may browse through the catalog
using a browscr and sclect varous itcms that arc o be
purchased. When the user has compieted selecting the items
to be purchased, the server computer system then prompts
the user for information to compiete the ordering of the
items. This purchaser-specific order information may
include the purchaser’s name, the purchaser’s credit card
aumber, and a shipping address for the order. The server
computer system then typically confirms the ocder by send-
ing a confirming Web page to the client computer system and
schedules shipment of the items.

Since the purchaser-specific order information contains
sensitive information (e.g., a credit card number), both

40

30

35

45

60

[

[r)

2

vendors and purchasers waol (o easure the security of such
information. Security is a concem because information
transmitted over the Internet may pass through vanous
intermediate computer systems oq its way (0 ils {inal desti-
natioa. The information could be intercepted by an unscru-
pulous person at ag intermediate system. To help easure the
security of the sensitive ioformation, various encryption
techniques are uscd when trapsmitting such information
betwecn a client computer systcm and a server computer
system. Even though such encrypted information can be
intercepted, because the information is encrypted, it is
generally useless to the interceptor. Nevertheless, there is
always a possibility that such sensitive information may be
successfully decrypted by the interceptor. Therefore, it
would be desirable to minimize the sensitive information
transmitted when placing aa order.

The selection of the various itcms frum ihe electronic
catalogs is geoerally based on the “shopping cart” model.
When the purchaser selects an item from the clectronic
catalog, the server computer system metaphorically adds
that item to a shoppiag cart. Whea the purchaser is done
selecting items, then all the items in the shopping cart are
“checked out” (i.e., ordered) when the purchaser provides
billing and shipment information. In some models, wheo a
purchaser sclects any ooe item, then that item is “checked
out” by automatically prompting the user for the billing and
shipment information. Although the shopping cart model is
very flexible and intuitive, it has a downside in that it
requires maoy interactions by the purchaser. For example,
the purchaser selects the various items (rom the electronic
catalog, and then indicates thal the sclection is complete.
The purchaser is then preseated with an order Web page thal
prompts the purchaser for the purchaser-specific order infor-
mation to complete the order. That Web page may be
prefilled with information that was provided by the pur-
chaser when placiag another order. The information is thea
validated by the server computer system, and the order is
completed. Such an ordering model can be problematic for
a couple of rcasons. If a purchaser is orderiag only one item,
then the overhead of confirming the various steps of the
ordering process and waiting for, viewing, and updating the
purchasec-specific order information can be much more than
the overhead of selecting the item itself. This overhead
makes the purchase of a single item cumbersome. Also, with
such an ordering modcl, cach tme an order is placed
sensitive information is transmitted over the Intemet. Each
time the seasitive information is traosmitted over the
Internel, it is susceptible to being intercepted aad decrypted.

SUMMARY OF THE INVENTION

An cmbodiment of the present inveation provides a
method and system for ordering an item from a client
system. The client system is provided with an identifier that
identifies a customer. The client system displays information
that identifies the item and displays an indication of an
action {¢.g., a single action such as clicking a mouse button)
that a purchaser is to perform to order the identificd item. In
response o the indicated action being performed, the client
system sends (0 a server system the provided identifier and
a request to order the identified item. The scrver system uses
the identifier to identify additional information necded
geaerate an order for the item and then generates the order.

The server systemn receives and stores the additional
information for customers using various computer systcms
so that the server system can gencraie such orders. The
server system stores the received aditional information in
association with an ideatifier of the customer and provides

Exhibit 2-11 Background of invention of the Amazon one-click patent.
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1

METHOD AND SYSTEM FOR PLACING A
PURCHASE ORDER VIA A
COMMUNICATIONS NETWORK

TECHNICAL FIELD

The present invention relates 1o a computer method and
system for placing an order and, more particularly, o a
method and system for. ordering items over the Internet.

BACKGROUND OF THE INVENTION

The [ntemet comprises a vast number of computers and
computer networks that are interconnected through commu-
nication links. The interconnected computers exchange
information using various services, such as ciccironic mail,
Gopher, and the World Wide Web (“WWW™). The WWW
service allows a server computer system (i.c., Web server or
Web site) to send graphical Web pages ot information to a
remote clieot computer system. The remote client computer
syslem can then display the Web pages. Each resource (e.g.,
compuler or Web pagce) of the WWW is uniqucly identifiable
by a Uniform Resource Locator (“URL"). To view a specific
Web page, a client computer sysiem specifies the URL for
that Web page in a request (¢.g., 3 HyperText Traasfer
Protocol (“HTTP”) request). The request is forwarded to the
Web server that supports that Web page. Whea that Web
server receives the request, it sends that Web page to the
client computer system. When the client computer system
receives that Web page, it typically displays the Web page
using a browser. A browser is a special-purpose application
program that effects the requesting of Web pages and the
displaying of Web pages.

Curreatly, Web pages are typically deflaed using Hyper-
Text Markup Language (“HTML"). HTML provides a stan-
dard set of tags that define how a Web page is to be
displayed. When a user indicates to the browser to display a
Web page, the browser sends a request to the server com-
puler sysicm (o lransfer to the clicol computer system an
[ITML document that defines the Web page. When the
requested [ITML document is received by the clieat com-
puter system, the browser displays the Web page as defined
by the HIML document. The HIML documeant coatains
various tags that control the displaying of text, graphics,
controls, and other featurcs. The HTML documcat may
contain URLs of other Web pages available on that server
computer system or other server computer systems.

The World Wide Web is especially conducive to conduct-
ing electronic commerce. Many Web servers bave been
developed through which veodors can advertise and sell
product. The products can include items (e.g., music) that
arc delivered clectronically to the purchascr over the Internet
and ilcms (c.g., books) that arc dclivered through conven-
tional distributioa channels (e.g., 3 common carrier). A
server computer system may provide an electronic version
of a catalog that lists the items that are available. A user, who
is a potential purchaser, may browse through the catalog
usiog a browscr and sclcct vanous itcms that arc to be
purchased. When the user has completed seiecting the items
io be purchased, the server computer system then prompts
the user for information to complete the orderag of the
items. This purchaser-specific order information may
include the purchaser’s name, the purchasec’s credit card
aumber, and a shipping address for the order. The server
computer system then typically confirms the order by send-
ing a confirming Web page (o the client computer system and
scheduies shipment of the items.

Since the purchaser-specific order information contains
sensitive information (c.g., a credit card aumber), both
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vendors and purchasers waat to ensure the security of such
information. Security is a concem because information
transmitted over the Internet may pass through various
intermediate compuier systems on its way 10 its {inal desti-
nation. The informatioa could be intercepted by an unscru-
pulous person at an intermediate system. To help ensure the
security of the sensitive information, various encryption
techniques arc uscd when trapsmitting such information
between a client computer systcm and a server computer
sysiem. Even though such encrypted information can be
intercepted, because the information is eacrypted, it is
generally useless to the interceptor. Nevertheless, there is
always a possibility that such scnsitive information may be
successfully decrypted by the interceptor. Therefore, it
would be desirable t0 minimize the seasitive information
transmitted when placing an order.

The selection of the various itcms {rom the electronic
catalogs is generally based on the “shopping cart” model.
When the purchaser selects an item from the electronic
catalog, the server computer system metaphorically adds
that item W a shopping cart. Whea the purchaser is done
selecting items, then zll the items in the shopping cart are
“checked out” (i.e., ordered) when the pucchaser provides
billing and shipment informnation. In some models, when a
purchaser selects any oae item, then that item is “checked
out” by automatically prompting the user for the billing and
shipment information. Although the shopping cart model is
very tlexible and intuitive, it hes a2 downside in that it
requircs maay interactions by the purchaser. For example,
the purchasec selects the various ilems {rom the electronic
catalog, and then indicates that the sclection is complete.
The purchaser is then prescnted with an order Web page that
prompts the purchaser for the purchaser-specific order iafor-
mation to complete the order. That Web page may be
prefilled with information that was provided by the pur-
chaser when placing another order. The information is thea
validated by the server computer system, and the order is
completed. Such an ordering model can be problematic for
a couple of rcasons. If a purchaser is ordering only one item,
then the overhead of confirming e various steps of the
ordering process and waiting for, viewing, and updating the
purchaser-specific order information can be much more than
the overhead of selecting the item itself. This overhead
makes the purchase of a single item cumbersome. Also, with
such an ordering modcl, cach tme an order is placed
sensitive information is transmitted over the Internet. Each
tume the sensitive information is tramsmitted over the
lnternet, it is susceptible to being intercepted and decrypted.

SUMMARY OF THE INVENTION

An embodiment of the present inveation provides a
method and system for ordering an item from a client
system. The client system is provided with an identifier that
identifies a customer. The client system displays information
that identifies the item and displays an indication of an
action (¢.g., 2 single action such as clicking a mouse button)
that a purchaser is to perform to order the identificd item. In
response to the indicated action being performed, the client
system sends 0 a server system the provided identifier and
a request to order the identified item. The scrver syslem uses
the identifier to identify additional information necded to
geacrate an order for the item and then generates the order.

The server system receives and stores the additional
information for customers using various compuler systems
so that the server system can gencrate such orders. The
server system stores the received additional information in
association with an identificr of the customer and provides

Exhibit 2-12 Summary of the invention of the Amazon one-click patent.
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3
the identifier 10 :he client sysiem. Whea requesied v the,
clieat systam, the ssrver sysicm provides ioformation
- describing the item 10 the requesting cliant sysiem. Whea the
sarver sysem coceives 8 rqucst (rom 2 clical sysicm. 1o
N

EY
maion aleeady stoced at the server sysiem, (here is 20 oeed
foc mich seasilive iformanon o be traosmiiled via b
frterowt or oibcr commuoKatioos medivm.
F1GS. 1A-1C idlusicate single-aclion ordenng & dne
A\ at the preseat inveotion. F1G. 1A iilusiruies the

server sysied combines 1he adddil stoced in
amociation with the identifier included in the request to
effect 1he ordering of the ilm. .

BRIEF DESCRIPTION OF THE DRAWINGS

FIGS. 1A-IC ilustrute single-action orderiog i one
smbodiment of (he present invention.

G. Z is a block diagram illusirating 20 embodimeat of
the presem invertion.

FIG. 3 & 2 How disgram of s routine that ensbles
single-action ordering (or 2 cusiwmer.

FIG. 4 is 4 low diagram of 3 (owtine o yoocraie @ Web
page in which single-action ordering is casbled.

FG. S is a flow diagram of a roulioe which processes &
single-action ordet.

FIG. 6 is & flow diagracs of 1 utine foc gensrating 1
singie-action ocder summary Web pags.

F1G. 7 » 2 fow diagram of a rousine that implements a0
oxpedited order sclection algorithen.

FIGS. 8A-8C illusirate 2 hierarchical data cotry mecha-
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aism in 000 cmbodiment.

DETAILED DESCRIPTION OF THE
INVENTION

The present invention provides & mothod and sysiem for
single-action ordering of Heme in & clicolssrver coviron.
oeot. The single-action ordering sysiem of ihe proscnt
invention culucos the oumber of perchaser ilcracticas
needed Lo plact: 3 order a0d reduces e amount of scasuive
information that is Iansmitted betwoen a chient sysiem and
1 server symem. o 000 embodimeni, the server sysiem
sesigns & unique clicat ideatifier to cach client sysiem. The
sarver sysiam ais0 slores purchaser-specific ocder informa-
tion for various potentiai purchasers. The purchaser-specific
arder informatica may bave been collccicd from a previous
arder piaced by the purchasce. The scrver sysiem maps cach
clicat idemtificr 10 a purchaser thai may usc that client syste
0 piace ag order. [he server systom may map the clisnt
idenuitiers (0 the purchaser who last placed an order using
that cliwat aymem. When & purchasce wanis io place 20 order,
the

coaser. If 30 mapped, the server sysmm detsrmines whether
siagle-action ordering is eosbied foc that purchasec at that
client sysiem. [f cosbicd, the sorver sysicm scods ihe
requessed inforaation (c.g., via 4 Web page) (o the client
compuier system aioag with 1o indication of the siogis
actioa 1o perform to place the order [oc e iem. When
single-action ordering is enabled, the purchaser oced ooly
peclorm a single actios (¢.g., click 2 mouss buttos) o ocder
the itsm. When the purchascr porforms that siagle action, the.
clioot system notifies the servar sysem. The secver sysiem
then compietes the order by sddieg the purchaser-specific
order iformation for the purchaser thal is mapped to that
clicot identifice o (ho itom order information (¢.g., product
identifier aod quantity). Thus, ooce the description of 2a
item is displayed, the purchascr oeed only take 3 singls
action 0 place the order W punzhase that icm. Aleo, sioce
the client identifier identifies purchassr-specific ordet infor-

©
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displsy of 1 Web page describig o rem that may be
ardercd. Thia cxample Web page was sent from the server
sysiem 10 the client sysiem whea the purchases requesied 1o
aview detiled information about the ilem. This cxampie
Wab page coulsias & suromary descriptios secuon 161, 3
sbopping cert section 102, 1 siagie-action ordenag section
183, and 2 deiniled descripion sectioa 184, Onc sklled in
the art woukd appreciaie thai these various sections can be
omitted of rearranged or adapied in various ways. la geoenal,
Ihe purcheser oeed only bs awars of the jtem oc items o be
ordared by the singie wtion and of the single wtion neoded
10 place the order. The summary desception and the detailed
deacription sections provide informaiioa that identifies and
describes the itcax(s) that may be ordered. The sboppiag can
sectioa provides the cogveatiosal capability © add the
described ilsm (0 a shoppiog cint. The server sysiem adds
the sunxmary description, the detailed oa, aod the
shoppiog Cart sockions 10 each Web page for an item that may
be ordercd. The scrver sysem, however, oaly adds the
singlc-action ondering section when single-stivn orlering i
caabied for 1bat purchaser at that clisnt systsm. (Ooe skilled
in the art would appreciats that 2 single Web pags oa the
sorver sysiem may cootaim all thess sections but the single-
aclion ordering section can e eloclively included or
exciuded before sentling the Web page o the client system.)
This example single-action ordering section allows the pur-
chaser (o spocify with & singlc click of 3 mowsc bution i
ocder the described ilem, Once the purchaser clicks the
(mouse bution, the item is ordered, unless the purchaser tbea
\skes some action to modify the order. The single-action
ordering sectioa containe & sngle-action ordeciag buttoa
1834, purchaser identificaon subsaction 183b, sod single-
action ordering information subasctions 183¢ and 1034. The
puschaser information subsection displays enough iaforms-
1ioa 30 ihat the perchaser can verify-that the server sysiom
correctly recogaizes U purcaser, To reduce the chances of

seads only soough intormstion so that the purchasce is
coafident that the secver sysem correctly ideatified the
purchiaser but yel not saough information 0 be uscfut to an
unscrupuatous inssccapior. The additional infocmation sub-
mnwuwnomﬁnvmmﬁmm
obtaig more informatioe related (o the siagle-action order-
ing, if the purchaser wasts to verify the shipping address, the
pwrchaser can seiest the “check shipping addcess” fabel. In
responsa 16 (his selection, the server sysim may require the
purchaser 10 periorm 3-“login™ so (hat the ideatity of tbc
purchasor can be verifiod bafore the shipping information is
viewed or modified. The server sysiem lsca seads 3 Web
paga 10 the client sysiem for display and possible modifi-
cation of the shipping address. [n this way, the trammitting
o((hmwmunhavwm
roquested by the verified purchasec.

Whea the purchaser selects the single-sction ordering
bution, lbe clicnt sysiem sonds 3 message 10 the scevec
sysicm roqucsting sl the displayed itcm be orkered. Allee
the server sySICm Processcs the mossage, the server sysiom
provides lo the clicol sysiem 2 oew Web page that coafiems
recaipt of the siogie-action ordes, PIG. 1B illustrates the
diapiay of 2 Web paga conflrming 1 siogle-sction order. The
confimiog Web page conuins esscarially tbe same infior-
mation as tbe Web page describing the item (Le., FIG. 1A)

Exhibit 2-13 Brief and detailed descriptions of the Amazon one-click patent.

Claims

At the end of every patent specification are a series of numbered paragraphs called
patent claims. Claims set forth the actual patented subject matter. It is this claimed
subject matter which defines what others are prevented from making, using, or
selling in the United States because of the patent. As such, many patent specifica-
tions may describe a process A through Z, but the claims may be limited to ele-
ments D, E, and F, requiring the infringer to make, use, or sell elements D, E, and

F to infringe the patent. The public is free to use all of the other elements described -

in the patent specification.

A closer look at a patent claim will often help the reader understand the true
scope of a patent (see Exhibit 2-14). As such, independent claim 1 of the Amazon

patent requires, among other things, that in response to a “single action,” the fol-

lowing occurs: a request is received, information regarding the purchaser is re- ,
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3,960,411
9 10

Although the aigorithm has been described as having two seiection using any pointing device may be sffected by the
stages, it coukd be impl 1 ip 20 inct 1 fashion purchaser. Aithough a singie action may be preceded by
where the assessment of the first and second slages are nultipie physical mo of the purch (e.g., moving .
tedoae afier cach order is scheduled. Oue skilled in the at 4 mouse o that 4 mouse pointer is over a button), the singlc
wouid recognize that there ace other possible combinatoas 5 aciion generally refers.io a single event received by a client
qf these stages which still express the same essential algo- system that indicates to piace the order. Finally, the pur-
fl‘hﬂ}- © chascr can be altemately identified by a unique customer

FIGS. 8A-8C illustratc 2 bicrarchical data cotry mecha- identifier that is provided by the cusiomer when the cus-
nism ig oo crmbodiment. Whea collecting information from lomer initiales access to the server sysicm and scol to the
a user, 2 Web page typically coasists of a long series of data 15 server ysiem with cach ge. This wdentificr
entry ticids that may not all fit onto the display at the same could be also stored persistently oo the client system so that
time. Thus, a user needs to scrofl through the Web page 10 the purchaser does oot need to re-eater their customer
enter the information. Whea the data eatry ficlds do not fit weatificr cach time access is initiated. The scope of the
onto the display at the same time, it is difficult for the uscr present invention is defined by the claims that follow.

1o get ag overall understanding of the type and organization 15| We claim: X

of the data to be eatered. The hierarchical data entry mecha- L. A method of placing an order for an item comprising:

aism allows a user 0 understand the overal] onganization of under control of a client system,

okl ot By oty e ity e some el i entone o onty v ying the femi and

- - n nse to only a single action being performed,

illustrates an outline format of a sample form to be filled in. 29, sending a requezl I Q(L&( the item ;i:; with an

The sample form contains various sections identified by identifier of a purchaser of the item to a server

leters A, B, C, and D. When the user selects the start button, system; P

thea section A expands to include the data catry fields for the under coatrol of 2 single-action ordering composent of

customer name 20d address. FIG. 8B illusirates the expan. the server system,

sion of section A. Since ouly section A has heen expanded, 15 recsiving the request;

iy s o i e | 8 e ot gy s

. t 0 ¢ ident tifier in

The user thea enters data in the vacous data entry ficids that mm—?,:d r::&l, .m; y Do identier i

arc displayed. UF;:’ comgll;texon. ‘b: user selects cither lh: generating an order to purchase the requested item for the

nex‘l”or pll'levnus n'd'om' . n;xl l::_m Cms“_ secno&‘ 0 purchaser ideatified by the identifier in the received
g coliapsed and section B to be cxpanded so that request using the retrieved additional intormation; and

tinancial information may he entered. FIG. 8C illustrates the fulfilling the d order to N hase of the

expansion of section B. If the previous button is selected, item g e g ToF

then section A would collapss and be displayed as showa in L . ; .

FIG. 8A. This collapsing axl::r pandi 15; 4 d for cach 15 whereby the ilem is ordered without using a shopping cart

section. At any time during the data entry, if an error is
detecied, then a Web page is generated with the error

ge in close proximity (¢.g., on the line below) to the
data entry field that contains the erroe. This Web page is then

displayed by the client system to inform the user of the crror, 0

[n sddition, cach of the data “catry” ficlds may not be
cditable unuil the user clicks oa the data entry field or sclects
an edit button associated with the data enlcy field. n this
way, the user is prevented from inadvertently changing the
contents of an edit field. When the user clicks oa a data enlry
ficld, a ncw Web page is presented 1o the user that allows for
the editiog of the dala associated with the field. Whea editing
is complete, the edited dara is displayed in the data “cniry”
ficld. Because the fields of the form are thus not directly

cditable, neither “named-submit” buttoos aor Java are so ing the item;
aeeded. Also, the form is more compact because the various 4 singlc-action ordering componcnt thal in response lo
data eatry options (e.g., radio hutton) are displayed oaly on performance of only a single action, seads a request (o
the new Web page when the field is 10 be edited. a server system to order the ideatified item, the requesi
Although the present inveation has bocn described in including the ideatifier so that the server system can
terms of various embodimeats, it is oot intended that the s5 locate additional information needed to compiete the
invearion be limited lo these cmbodiments. Modification order and so that the server sysiem can fulfill the
within the spirit of the invention will he apparent to those generated order to complete purchase of the item; and
skillcd in the ant. For example, the secver sysiem can map a 4 shoppiag cart ordering componeat that in responss o
client ideatifier 0 multiple cusiomers who bave recently performance of an add-to-shopping-cart action, sends a
used the client system. The server system can then allow the 6o request to the server system to add the item (0 a

user to ideatify themselves by selectiog ane of the mappings
based prelcrably on a display of partial purchaser-specific
owler information. Also, vadous differeat single actions cag
be used 10 effect the placement of an order. For example, a
voice command may be spoken by the purchaser, a key may
be dep d by the purchascr, 3 bution oo a television
wmolc coatrol device may be depressed by the purchaser, or

[

information inchudes displaying information indicating the
single action.

clicking a button.
speaking of a sound.

system does not need to explicitly identify th
placing an order.

component is a browser.

action is the clickiog of a mouse butios.

ordering model.
2. The method of claim 1 wherein the displaying of
3. The method of claim 1 wherein the single actioa is
4. The method of claim 1 wherein the singie action is

5. The method of claim 1 wherein a user of the clieat
lves when

6. A client system for ordering an ilemn comprisiag:
an identifier that ideniifics 2 customer;
a display componcen for displaying information ideatify-

shopping cact.
7. The client system of claim § wherein the display

8. The client system of claim 6 wherein the predefined

9. A secver sysem for generating an order comprising:
a shopping cart ordering componeat; and

Exhibit 2-14 Claims of the Amazon one-click patent.

trieved, an order is generated, and the order is fulfilled. Claim 1 further requires
that the item be ordered “under control of a single-action ordering component of
[a] server system” and “without using a shopping cart model.” As such, if some-
one were to implement a system which used two actions (“two clicks”) to per-
formed these steps and/or used a shopping cart model, they would not infringe
this patent claim.
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To further understand these and other patent claims, a brief review of the
different types of patent claims should prove helpful to the reader.

Independent versus Dep'endent

In general, a claim which does not refer to another patent claim is an independent
claim, while a claim which specifically recites another claim is a dependent claim.
With reference to the Amazon patent, claim 1 is an independent claim and claim
2 is a dependent claim. Most patents will typically include several claims of both
types. In order to infringe a patent, a third party need only infringe one indepen-
dent claim. This is an extremely important point to remember.

In a five-minute review of a patent, it is important to review every indepen-
dent claim to determine the scope of the patent. A thorough review of the patent
(by patent counsel or others), however, would most certainly focus on every claim
in the patent. '

A dependent claim is to be read as if it contained every limitation recited in
the independent claim upon which it relies. As such, claim 2 of the Amazon patent
includes all of the limitations of claim 1, plus the additional limitation recited in
claim 2. It is often unnecessary to initially review every dependent claim in such
a five-minute review, simply because of the following: If one does not infringe any
independent claim in a patent, one cannot infringe any of the dependent claims
either.! Remember: a dependent claim must include all of the limitations of the
claim from which it depends. As such, if an alleged infringer does not make, use,
or sell all of the elements of an independent claim, the alleged infringer could not
be making, using, or selling each of the elements of a dependent claim.

Bear in mind that dependent claims can be written so that they depend on
other dependent claims, which in turn depend from an independent claim.

The reader may be wondering why patents even need to contain dependent
claims, if infringement of only one independent claim is necessary to assert a patent
infringement case. There are several reasons for having dependent claims. It is
possible that an independent claim may be found invalid in litigation. For a patent
to be found completely invalid, one must prove that each patent claim is invalid.
Therefore, it is quite possible for the independent claims of a patent to be found
invalid, while many dependent claims are found valid.

In addition, there is a doctrine called claim differentiation which can often be
used to actually broaden the interpretation of independent claims, through the use
of a sophisticated dependent claim structure. As previously noted, a dependent
claim must include each of the limitations of the claims from which it depends. As

such, a dependent claim is narrower than its independent claim. The independent

claim actually does not specifically require the limitation found in the dependent

claim, and therefore must be interpreted to be broader in scope than the dependent

claim. :

A specific example of how claim differentiation impacts the interpretation-o. 1
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a claim may be helpful to the reader. Independent claim 1 of the Amazon patent
recites the use of a single action to make a purchase. Dependent claim 3 further
defines this single action as “the clicking of a button.” Because dependent claim 3
lists a specific type of single action, the independent claim could actually encom-
pass other types of single actions which could be found to infringe independent
claim 1. For example, if an entity were to perform each of the actions recited in
independent claim 1, including the “speaking of a sound” as a single action to make
a purchase, such an action would likely infringe claim 1, but it would not infringe
dependent claim 3. A defendant would find it quite difficult to argue that claim 1
is limited to “the clicking of a button” as the single action, since this specific action
is listed in dependent claim 3 and is specifically not recited in independent claim
1. To make matters worse for this theoretical defendant, the single action of “speak-
ing a sound” is also specifically recited in dependent claim 4. As such, this theo-
retical defendant would infringe independent claim 1 and dependent claim 4.

Type (Product, Process)

There are several different types of general claim formats, which can be generally
broken down into two categories: product claims and process claims. Claim 1 of
the Amazon patent is an example of a process claim. Claim 6 is an example of a
product claim. As their respective titles suggest, a process claim is directed to a
unique process, while a product claim is directed to a unique product. In many
cases, the product claim is directed to a product which is made by the unique
process claimed in the process claim. These are often called product-by-process
claims. In other cases, the product claim is directed to a generic product which is
specifically configured to perform a unique process.

Why are such claim formats important to the patent reader? It is not uncom-
mon for a potential patent infringer to infringe more than one type of independent
claim in a patent. It is therefore important for the patent reader to understand that
such different claim formats exist, and must be considered when reviewing a third
party’s patent.

For example, a patent reader may note that they simply do not make, use, or
sell a claimed product (as recited in a product claim), but nevertheless perform all
of the functions of a claimed process in the patent. Remember: a third party need
only infringe one independent claim of a patent to be liable for patent infringement.

Interpretation of Claims

In addition to the aforementioned claim interpretation issues, it is important to gain
- some additional understanding as to how specific claim language is interpreted
_under U.S. law. Patent applicants may create their own words and terms, and use
- these new words/terms in claim language. Many patent lawyers will repeat U.S.
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law in this regard by noting, “A patentee can be their own lexicographer.” If a
patentee uses a special term in a claim, reference may be made to the patent speci-
fication to understand the scope and meaning of the special term. As such, limita-
tions from the patent specification may be used to limit the scope of a special term
in a claim. If, however, a patentee uses a term in a claim which has a plain and
ordinary meaning, it is unnecessary to refer to the specification to determine the
definition of the term. In such an instance, the specification would not limit the
interpretation of the plain and ordinary term.

Why is this important? Many patent readers will read a claim and immedi-
ately begin interpreting various claim elements in view of the entire patent speci-
fication. This is often an incorrect way to interpret a patent claim. Many patent
claim elements have ordinary meanings. As such, one cannot interpret that claim
element to include extraneous limitations from the patent specification. For ex-
ample, claim 1 of the Amazon patent refers to the purchase of an “item.” Assume
for the purposes of this discussion that the Amazon patent specification only de-
scribed the purchase of books. Would the purchase of an “item” be limited to
books? The claim does not specify the purchase of books. Also, an “item” has a
plain and ordinary meaning. As such, independent claim 1 would therefore not be
limited to the purchase of books.

Claim interpretations issues are often greatly contested in patent litigation.
As such, these issues are often not particularly clear. Nevertheless, it is important
for the patent reader to understand that the claims often cannot be limited by other
portions of the patent, such as the title, abstract, and detailed description. A patent
reader should not assume that the patent is limited to certain features in the speci-
fication, unless each of the independent claims recites that feature.

A Sample Claim Chart

Now that certain features of the Amazon patent have been reviewed, it may be
helpful to the reader to review the following claim chart, which compares the
claims of the Amazon patent to the activities of BarnesandNoble.com (see Exhibit
2-15). As the reader may know, the Amazon patent was asserted against
BarnesandNoble.com. Although the matter is still in litigation at the time that this
chapter is being prepared, the following claim analysis (regarding claims 1 to 5 and
11 to 22) was generally set forth by the U.S. Court of Appeals for the Federal Cir-
cuit in a decision dated February 14, 2001, and an earlier Federal District Court de-
cision. Although the Appeals Court found that BarnesandNoble.com likely in-
fringed the Amazon patent, the court required further litigation on the matter
because of a number of questions? involving the validity of the Amazon patent.
Whether the validity of the Amazon patent will be upheld remains to be seen.

As is evident from the claim chart, various claims of a patent may be in-
fringed, while other claims are not infringed. One need only infringe one claim of
a patent, however, to be liable for patent infringement.



Claims of Amazon’s One-Click Patent
(USP #5,960,411)

BarnesandNoble.Com'’s (BN) Original
Express Lane System

1. A method of placing an order for an item
comprising:

under control of a client system,

displaying information identifying the item;
and

in response to only a single action being
performed, sending a request to order the
item along with an identifier of a purchaser
of the item to a server system;

under control of a single-action ordering
component of the server system,

receiving the request;

retrieving additional information previously
stored for the purchaser identified by the
identifier in the received request; and

generating an order to purchase the
requested item for the purchaser identified
by the identifier in the received request
using the retrieved additional information;
and

fulfilling the generated order to complete
purchase of the item;

whereby the item is ordered without using
a shopping-cart ordering model.

BN offered an Express Lane system which
allowed customers who had registered for
the Express Lane option to perform each of
the claimed features.

As noted by the Federal Appeals Court:

The BN system allowed users “to purchase
items simply by ‘clicking’ on the ‘Express
Lane’ button provided on the ‘detail page’
or ‘product page’ describing and identifying
the book or other item to be purchased.
The text beneath the Express Lane button
invited users to ‘Buy it now with just one
click!’

BN's allegedly infringing web site thus may
be characterized as having ‘page 1’ (the
‘menu’ page), which displays a catalog
listing several items but which does not
contain an ‘order’ icon, and “page 2" (the
‘product’ or ‘detail’ page), which includes
information on one item and also shows an
order icon. Someone shopping at this web
site would look at the catalog on page 1
and perform a first click to go to page 2.
Once at page 2, a second click on the
ordering icon would cause the order
request to be sent. Under the claim
construction set forth herein, BN likely
infringes claim 1 because on page 2, the
item is there displayed (meeting step 1 of
the claim) and only a single action there-
after causes the order request to be
transmitted (meeting step 2). The method .
implemented on page 1 of the BN web site
does not infringe, but the method on page
2 does.”

Amazon.com, Inc. v. BarnesandNoble.com,
Inc, Slip.Op. 00-1109, (Fed. Cir. February
14, 2001).

Exhibit 2-15 Claim chart example.



Claims of Amazon’s One-Click Patent
(USP #5,960,411)

BarnesandNobie.Com’s (BN) Original
Express Lane System

2. The method of claim 1, wherein the
displaying of information includes display-
ing information indicating the single action.

BN site also performed the displaying of
information indicating the single action.

3. The method of claim 1, wherein the
single action is clicking a button.

The single action was the clicking of a
button.

4. The method of ciaim 1, wherein the
single action is speaking of a sound.

No such action performed (ctaim not
infringed).

5. The methaod of claim 1, wherein a user of
the client system does not need to explicitly
identify themselves when placing an order.

BN site apparently allowed a user to not
explicitly identify themselves.

11. A method for ordering an item using a
client system, the method comprising:

displaying information identifying the item
and displaying an indication of a single
action that is to be performed to order the
identified item; and

in response to only the indicated single
action being performed, sending to a
server system a request to order the
identified item;,

whereby the item is ordered independently
of a shopping cart model and the order is
fulfilled to compiete a purchase of the item.

As noted with respect to claim 1, BN
operated a site which allowed the ordering
of an item using a client system, whereby:

information was displayed to identify the
item and display an indication of a single
action (Express Lane checkout) to order
the identified item;

in response to the selection of a single
action (Express Lane checkout), a request
was sent to BN's server system to order
the identified item;

whereby the item was ordered indepen-
dently of a shopping cart model and the.
order was fuifilled to complete the pur-
chase of the item.

12. The method of claim 11, wherein the
server system uses an identifier sent along
with the request to identify additional
information needed to generate an order
for the item.

BN's system used an identifier sent along
with the request to identify various informa-
tion needed to generate the order.

13. The method of claim 12, wherein the
identifier identifies the client system and
the server system provides the identifier to
the client system.

Not found in the BN system (claim not
infringed).

Exhibit 2-15 (continued)
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Claims of Amazon's One-Click Patent
(USP #5,960,411)

BarnesandNoble.Com’s (BN) Original
Express Lane System "

14. The method of claim 11, wherein the
client system and server system communi-
cate via the Internet.

BN used the Internet to facilitate communi-
cation between the client system and the
server system.

15. The method of claim 11, wherein the
displaying includes displaying an HTML
document provided by the server system.

‘BN used an HTML document in the

displaying process.

16. The method of claim 11, including”
sending from the server system to the
client system a confirmation that the order
was generated.

BN sent a confirmation to the client system
to confirm the order was delivered.

17. The method of claim 11, wherein the
single action is clicking a mouse button
when a cursor is positioned over a pre-
defined area of the displayed information.

BN used such a system where the single
action was the clicking of a mouse button
when a cursor is positioned over displayed
information.

18. The method of claim 11, wherein the
single action is a sound generated by a
user.

BN's system did not include such an action
(claim not infringed).

19. The method of claim 11, wherein the
single action is selection using a television
remote control.

BN's system did not include such an action
(claim not infringed).

20. The method of claim 11, wherein the
single action is depressing of a key on a
key pad.

BN's system did not include such an action
(claim not infringed).

21. The method of claim 11, wherein the
single action is selecting using a pointing
device.

BN'’s system involved the use of a cursor/
mouse as a pointing device.

22. The method of claim 11, wherein the
single action is selection of a displayed
indication.

BN's system involved the selection of a
displayed indication of the Express Lane
checkout option. '

Exhibit 2-15 (continued)
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Now that certain features of the Amazon patent have been reviewed, it may
prove helpful to review several additional issues to assist the reader in understand-
ing how to read (and interpret) other patents.

Another Sample Patent

Although the Amazon patent is an excellent example of an e-commerce patent, or
a so-called business process patent, there are many other types of patentable sub-
ject matter which are directed to different technologies. For example, patents di-
rected to mechanical inventions can often have highly complex mechanical com-
ponents. Electrical patents often claim and depict sophisticated electronic circuitry.
Biotech patents often contain lengthy sequence listings. While the general criteria
for issuing patents in any technology does not differ (an invention must be novel
and nonobvious to qualify for patent protection in any technology), the presenta-
tion and interpretation of such different patents may differ greatly.

Although it is somewhat beyond the scope of the present chapter to present
and discuss examples of patents in each of these technologies, the sample mechani-
cal patent in Exhibit 2-16 should give the reader a flavor of some of the differences
among such patents.

As the reader will note, mechanical patent claims can often be significantly
more complex than process patent claims (such as those found in the Amazon
patent). However, a step-by-step review of this claim should reveal to the reader
that even a highly complex patent claim can be read by the nonpatent lawyer. To
really understand the scope and content of such a claim (particularly if one is ever
threatened with a patent infringement situation), one must consult with patent
counsel.?

The File History

The file history is made up of a series of documents including those documents the
patent applicant filed, and those documents the USPTO forwarded to the patent
applicant (or his or her representative). Documents filed by the applicant include
the patent application, any amendments, fee transmittal documents, and the like.
Documents the USPTO forwards include official filing receipts, official actions (re-
jections of the application), notices of allowance, and the like.

Although the file history is not currently available on-line, it can be obtained
from the USPTO once the patent is issued. As of March 2001, U.S. patent applica-
tions which are also filed in a foreign country will be published in the United States
18 months from filing. Such published patent applications will have their file his-
tory also made available to the public.




